PAmtiT COOPERATION TREATj 

From the INTERNATIONAL BUREAU 



EO/US 
PCT/JP00/06153 



PCT 

NOTIFICATION OF ELECTION 
(PCT Rule 61.2) 


To: 

Commissioner 

US Department of Commerce 
United States Patent and Trademark 
Office, PCT 

?01 1 ^onth Clark Plarp Room 
CP2/5C24 

Arlington, VA 22202 
ETATS-UNIS D AMERIQUE 

in its capacity as elected Office 


Date of mailing: 

22 March 2001 (22.03.01) 




International application No.: 

PCT/JP00/06153 


Applicant's or agent's file reference: 
FI-1700 


International filing date: 

08 September 2000 (08.09.00) 


Priority date: 

10 September 1999 (10.09.99) 


Applicant: 

KUBOTA, Mineyuki et al 



1. The designated Office is hereby notified of its election made: 

| X | in the demand filed with the International preliminary Examining Authority on: 

02 February 2001 (02.02.01) 



| | in a notice effecting later election filed with the International Bureau on: 



2. The election | X| was 

□ 



was not 
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From the INTERNATIONAL BUREAU 



PCT 

NOTICE INFORMING THE APPLICANT OF THE 
COMMUNICATION OF THE INTERNATIONAL 
APPLICATION TO THE DESIGNATED OFFICES 

(PCT Rule 47.1(c), first sentence) 


To: 

OHTANI, Tamotsu 
Tomoe-cho, Annex-ll 4F 

O'C-l f I Ul al \vj\ 1 KJl 1 0~t»l i*Ji I it? 

Minato-ku 
Tokyo 105-0001 
JAPON 


Date of mailing (day/month/year) 
22 March 2001 (22.03.01) 




Applicant's or agent's file reference 
FI-1700 


IMPORTANT NOTICE 


International application No. International filing date (day/month/year) 

PCT/J P00/06 153 08 September 2000 (08.09.00) 


Priority date (day/month/year) 

10 September 1999 (10.09.99) 


Applicant 

IDEMITSU KOSAN CO., LTD. et al 



1. Notice is hereby given that the International Bureau has communicated, as provided in Article 20, the international application 
to the following designated Offices on the date indicated above as the date of mailing of this Notice: 

US 



In accordance with Rule 47.1(c), third sentence, those Offices will accept the present Notice as conclusive evidence that 
the communication of the international application has duly taken place on the date of mailing indicated above and no copy 
of the international application is required to be furnished by the applicant to the designated Office(s). 

2. The following designated Offices have waived the requirement for such a communication at this time: 
EP,JP 



The communication will be made to those Offices only upon their request. Furthermore, those Offices do not require the 
applicant to furnish a copy of the international application (Rule 49.1 (a-bis)). 

3. Enclosed with this Notice is a copy of the international application as published by the International Bureau on 
22 March 2001 (22.03.01) under No. WO 01/19875 



REMINDER REGARDING CHAPTER II (Article 31(2)(a) and Rule 54.2) 

If the applicant wishes to postpone entry into the national phase until 30 months*(or later in some Offices) from the priority 
date, a demand for international preliminary examination must be filed with the competent International Preliminary 
Examining Authority before the expiration of 19 months from the priority date. 

It is the applicant's sole responsibility to monitor the 19-month time limit. 

Note that only an applicant who is a national or resident of a PCT Contracting State which is bound by Chapter II has the 
right to file a demand for international preliminary examination. 



REMINDER REGARDING ENTRY INTO THE NATIONAL PHASE (Article 22 or 39(1)) 

If the applicant wishes to proceed with the international application in the national phase, he must, within 20 months 
or 30 months, or later in some Offices, perform the acts referred to therein before each designated or elected Office. 

For further important information on the time limits and acts to be performed for entering the national phase, see the 
Annex to Form PCT/IB/301 (Notification of Receipt of Record Copy) and Volume II of the PCT Applicant's Guide. 





Authorized officer 


The International Bureau of WIPO 


34, chemin des Colombettes 


J. Zahra 


121 1 Geneva 20, Switzerland 


Facsimile No. (41-22) 740.14.35 


Telephone No. (41-22) 338.83.38 



Form PCT/IB/308 (July 1 996) 3897693 



INTERNATIONAL SEARCH REPORT 



International application No. 

PCT/JP00/06153 



A. CLASSIFICATION OF SUBJECT MATTER 

Int.Cl 7 C08F6/00, C08G64/40, C08G65/30, C10M107/24, 
C10M107/34// C10N20:00, C10N40:00 

According to Internati onal Patent Classification (IPC) or to both national classification and IPC 

B. FIELDS SEARCHED 

Minimum documentation searched (classification system followed by classification symbols) 

Int.Cl 7 C08F6/00, C08G64/40, C08G65/30, C10M107/24, 
C10M107/34 

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practicable, search terms used) 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 


Category* 


Citation of document, with indication, where appropriate, of the relevant passages 


Relevant to claim No. 


Y 


JP, 51-138279, A (DAI -I CHI KOGYO SEIYAKU CO., LTD.), 
29 November, 1976 (29.11.76), 
Claims (Family: none) 


1-12 


Y 


JP, 10-46169, A (Idemitsu Kosan Co., Ltd.), 
17 February, 1998 (17.02.98), 
Claims (Family: none) 


1-12 


Y 


JP, 10-159734, A (Sanyo Electric Co., Ltd.), 

16 June, 1998 (16.06.98), 

Claims 

& EP, 846749, Al 


1-12 


Y 


JP, 10-147682, A (Idemitsu Kosan Co., Ltd.), 
02 June, 1998 (02.06.98), 
Claims (Family: none) 


1-12 


Y 


JP, 4-197407, A (Asahi Glass Co., Ltd.), 
17 July, 1992 (17.07.92), 
Claims (Family: none) 


1-12 



Further documents are listed in the continuation of Box C. Q See patent family annex. 



* Special categories of cited documents: 

**A'* document defining the general state of the art which is not 

considered to be of particular relevance 
"ET earlier document but published on or after the international filing 

date 

document which may throw doubts on priority claim(s) or which is 
cited to establish the publication date of another citation or other 
special reason (as specified) 
"O" document referring to an oral disclosure, use, exhibition or other 
means 

M P" document published prior to the international filing date but later 



M T" later document published after the international filing date or 
priority date and not in conflict with the application but cited to 
understand the principle or theory underlying the invention 

W X" document of particular relevance; the claimed invention cannot be 
considered novel or cannot be considered to involve an inventive 
step when the document is taken alone 

" Y" document of particular relevance; the claimed invention cannot be 
considered to involve an inventive step when the document is 
combined with one or more other such documents, such 
combination being obvious to a person skilled in the art 

M &" document member of the same patent family 



Date of the actual completion of the international search 
05 December, 2000 (05.12.00) 


Date of mailing of the international search report 

19 December, 2000 (19.12.00) 


Name and mailing address of the ISA/ 

Japanese Patent Office 

Facsimile No. 


Authorized officer 
Telephone No. 



^ — or-rvrQA/^lO (second sh eet) (July 1992) 



INTERNATIONAL SEARCH REPORT 


International application No. 

PCT/JP00/06153 


C (Continuation). DOCUMENTS CONSIDERED TO BE RELEVANT 


Category* 


Citation of document, with indication, where appropriate, of the relevant passages 


Relevant to claim No. 


Y 


US, 5384056, A (Mitsui Petrochemical Industries) , 

24 January, 1995 (24.01.95), 

Claims 

6c EP, 551865, A & JP, 5-255680, A 


1-12 
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PATENT COOPERATION TRWTY 

PCT 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 

(PCT Article 36 and Rule 70) 



Applicant's or agent's file reference 
FI-1700 


vr\v> rifDTijrD Ar-rinM SeeNotificationofTransmittaloflnternational Preliminary 
HJRIHbR ACTION Exam i nation Report (Form PCT/IPEA/416) 


International application No. 


International filing date {day/month/year) 


Priority date (day/month/year) 


PCT/JPOO/06153 


08 September 2000 (08.09.00) 


10 September 1999 (10.09.99) 


International Patent Classification (IPC) or national classification and IPC 




C08F 6/00, C08G 64/40, 65/30, C10M 107/24, 107/34 // C10N 20:00, 40:00 


Applicant 


IDEMITSU KOSAN CO., LTD. 





1 . This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 



This REPORT consists of a total of 

□ 



. sheets, including this cover sheet. 



This report is also accompanied by ANNEXES, i.e. ; sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority (see 
Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 



These annexes consist of a total of 



sheets. 



3. This report contains indications relating to the following items: 
Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 



I 




II 


□ 


III 


□ 


IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 


□ 



Date of submission of the demand 

02 February 2001 (02.02.01) 


Date of completion of this report 

21 September 2001 (21.09.2001) 


Name and mailing address of the IPEA/JP 
Facsimile No. 


Authorized officer 
Telephone No. 



Form PCT/IPEA/409 (cover sheet) (July 1998) 



INTERNATIONAL P 



INARY EXAMINATION REPORT 



i 



htemational application No. 

PCT/JP00/06153 



I. Basis of the report 



1. With regard to the elements of the international application:* 
the international application as originally filed 

the description: 

pages 

pages 

pages 



□ 



, as originally filed 
, filed with the demand 



, filed with the letter of 



□ 



the claims: 

pages 

pages 

pages 

pages 



, as originally filed 

, as amended (together with any statement under Article 1 9 

, filed with the demand 



. , filed with the letter of 



□ 



the drawings: 

pages 

pages 

pages 



, as originally filed 
, filed with the demand 



m3 filed with the letter of 



[ | the sequence listing part of the description: 

pages 

pages 

pages 



, as originally filed 

filed with the demand 



filed with the letter of 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which is: 

| | the language of a translation furnished for the purposes of international search (under Rule 23. 1(b)). 
I I the language of publication of the international application (under Rule 48.3(b)). 

the language of the translation furnished for the purposes of international preliminary examination (under Rule 55.2 and/ 

or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing: 

f I contained in the international application in written form. 

1 1 filed together with the international application in computer readable form. 

1 1 furnished subsequently to this Authority in written form. 

I | furnished subsequently to this Authority in computer readable form. 

j ] The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 

international application as filed has been furnished. 

The statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 



4. 



□ 
□ 



The amendments have resulted in the cancellation of: 

I I the description, pages 

I I the claims, Nos. 

1 1 the drawings, sheets/fig 



| I This report has been established as if (some of) the amendments had not been made, since they have been considered to go 
' ' — ' beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 1 4 are referred to 
in this report as "originally filed" and are not annexed to this report since they do not contain amendments (Rule 70. J 6 
and 70.17). 

** Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report. 



Form PCT/IPEA/409 (Box I) (July 1998) 
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ational application No. 
/JP 00/06153 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1 . Statement 

Novelty (N) 

Inventive step (IS) 
Industrial applicability (IA) 



Claims 
Claims 

Claims 
Claims 

Claims 
Claims 



1-12 



1-12 



1-12 



YES 
NO 
YES 
NO 

YES 
NO 



Document 2 ; 



Document 3 : 



Citations and explanations 

Document 1: JP, 51-138279, A (Dai-ichi Kogyo Seiyaku Co., 
Ltd.), 29 November 1976 (29.11.76); claims 
(Family: none) 

JP, 10-46169, A (Idemitsu Kosan Co., Ltd.), 
17 February 1998 (17.02.98); claims (Family: 
none) 

JP, 10-159734, A (Sanyo Electric Co., Ltd.), 
16 June 1998 (16.06.98); claims (Family: 
none) 

Document 4: JP, 10-147682, A (Idemitsu Kosan Co., Ltd., 2 
June 1998 (02.06.98); claims (Family: none) 
JP, 4-197407, A (Asahi Glass Co., Ltd.), 17 
July 1992 (17.07.92); claims (Family: none) 
US, 5384056, A (Mitsui Petrochemical 
Industries), 24 January 1995 (24.01.95); 
claims & EP, 551865 & JP, 5-255680, A 



Document 5: 



Document 6: 



Claims 1-4 

The inventions set forth in Claims 1-4 do not 
involve an inventive step in the light of Documents 1-6 
cited in the international search report. 

Documents 1 and 5 disclose adsorbent treatment of an 
oxygen-containing compound for use as a lubricant or in 
brake fluid, Documents 2-4 disclose use of poly (vinyl 



Form PCT/IPEA/409 (Box V) (January 1994) 
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IK^kdlNARY EXAMINATION REPORT 



national application No. 

INTERNATIONAl PK&H&0iN\R> FXAMIN VHO.* kLPOR F ^l m/Jp QO/06153 



ether) compounds as lubricants and Document 6 discloses 
use of polycarbonate compounds as lubricants. A person 
skilled in the art could easily conceive of applying a 
technique of adsorbent treatment of a lubricant disclosed 
in Document 1 or 5 to a lubricant disclosed in Document 
2-4 or Document 6. 

The inventions set forth in Claims 2-4 define 
poly (vinyl ether) compounds and adsorbents, but these are 
disclosed in Documents 2-4 and 6 and Documents 1 and 5, 
respectively. 

Claims 5-9 

The inventions set forth in Claims 5-9 do not 
involve an inventive step in the light of Documents 1-6 
cited in the international search report. 

The inventions set forth in Claims 5-9 limit the 
application of the invention set forth in Claim 1 to 
lubricating oil; however, use as lubricating oil is 
disclosed in Documents 2-4 and 6. 



Claims 10-12 

The inventions set forth in Claims 10-12 do not 
involve an inventive step in the light of Documents 1-6 
cited in the international search report. 

The inventions set forth in Claims 10-12 limit the 
invention set forth in Claim 1 by defining a process of 
contact with an adsorbent; however, this feature is 
disclosed in Documents 1 and 5. 
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COMMUNICATION 

The European Patent Office herewith transmits the partial European search report under Rule 46(1) 
EPC relating to the above-mentioned European patent application. 

Copies of the documents cited in the search report are enclosed. 

The applicant's attention is drawn to the following: 

The search Division informs the applicant that if the European search report is also to cover 
inventions other than the invention first mentioned in the claims, a further search fee must be 
paid for each of these inventions, within ONE MONTH after notification of this communication. 

If the application has been filed up to 30 June 1999, the search fee in force before 01 July 
1999 (EUR 869,-) or the equivalent applicable on the date of payment is payable. 
This applies also to the search fees requested under Rule 46(1) EPC. 
See also OJ EPO 06/1999, 405. 

□ The abstract was modified by the Search Division and the definitive text is attached to the 
present communication. 

ip/Additional set(s) of copies of the documents cited in the. European search report is (are) enclosed 
I — ' as well. 



Note to users of the automatic debiting procedure: 




Unless the EPO receives prior instructions to the contrary, the search fee(s) will be debited on 
the last day of the period for payment. For further details see the Arrangements for the automatic 
debiting procedure, Supplement to OJ EPO 02/1999. 
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Application Number 



The Search Division considers that the present European patent application does not comply with the 
requirements of unity ot invention and relates to several inventions or groups of inventions, namely: 

1. Claims: 1-5 and 7-12 

Lubricating oil comprising a polyvinyl ether. 

2. Claims: 1, 3, 4, 6 and 8-10 

Lubricating oil comprising a polyalkylene glycol. 

3. Claims: 1, 3, 4, 6 and 8-10 

Lubricationg oil comprising a polyol ester. 

4. Claims: 1, 3, 4, 6 and 8-10 

Lubrication oil comprising a cyclic polyether. 

5. Claims: 1, 3, 4, 6 and 8-10 

Lubrication oil comprising a carbonate compound. 

Main claims 5 and 6 of the present application disclose a 
lubricating oil comprising a high purity compound having oxygen selected 
from 

a polyvinyl ether, 
a polyalkylene glycol , 
a polyol ester, 
a cyclic polyether, and 
a carbonate compound, 

said high purity compound having oxygen being obtainable by a 
process which comprises treating the corresponding crude 
oxygen-containing compound with an adsorbent. 

The special technical feature, in the sense of Rule 30 EPC, 
linking together the products of main claims 5 and 6 is that they are 
treated with an absorbent. This treatement is stated to provide "high 
purity" and a high volume resistivity, typically of 1012 ohm. cm or 
greater (pages 4 and 5 of the present application). 

However, lubricating oils comprising a polyvinyl ether and being 
treated with an ion-exchange resin are known from document Dl (examples 
1-3). The purified lubricating oils of Dl have the same high volume 
resistivity as defined in the present application (see Dl, tables). 

As the technical effect, i.e. high volume resistivity, achieved 
by the special technical feature of main claims 5 and 6 of the present 
application is known from Dl, there is no single general inventive 
concept linking together the oxygen-containg compounds of claims 5 and 
6, which is contrary to Art. 82 EPC. 

In other words, the present application discloses five 
inventions: 
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The Search Division considers that the present European patent application does not comply with the 
requirements of unity of invention and relates to several inventions or groups of inventions, namely: 

Invention 1: claims 1-5 and 7-12 with respect to the polyvinyl 

ether, 

Invention 2: claims 1, 3, 4, 6 and 8-10 with respect to the 
polyalkylene glycol , 

Invention 3: claims 1, 3, 4, 6 and 8-10 with respect to the 
polyol ester, 

Invention 4: claims 1, 3, 4, 6 and 8-10 with respect to the 
cyclic polyether, and 

Invention 5: claims 1, 3, 4, 6 and 8-10 with respect to the 
carbonate compound. 

The present search has being carried out on invention l,i.e. 
claims 1-5 and 7-12 with respect to the polyvinyl ether. 
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COMMUNICATION 

The European Patent Office herewith transmits 
|"~| the European search report 

□ the declaration under Rule 45 EPC 

PI the partial European search report under Rule 45 EPC 

EI the supplementary European search report concerning the international application under Article 1 57(2) EPC 

relating to the above-mentioned European patent application. Copies of the documents cited in the search report are 
enclosed. 

The following specifications given by the applicant have been approved by the Search Division : 

□ Abstract □ Title □ Figure 

|"~| The abstract was modified by the Search Division and the definitive text is attached to this communication. 

□ The following figure will be published with the abstract, since the Search Division considers that it better characterises 
the invention than the one indicated by the applicant. 



Figure: 

Additional copy(copies) of the documents cited in the European search report. 



REFUND OF THE SEARCH FEE 

If applicable under Article 10 Rules relating to fees, a separate communication 
from the Receiving Section on the refund of the search fee will be sent later. 
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